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Qpi ni on by Hohein, Adm nistrative Tradermark Judge:

Destileria La Central, S.A de C V. has filed an
application to register the mark "TiC TACK" and design, as

reproduced below,
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for "cane spirit vodka".’

Ferrero S.p.A. has opposed registration on the ground
that applicant’s mark, when applied to applicant’s goods, so
resenbl es opposer’s "fanmous” mark "TIC TAC' and vari ations
thereof, which it has previously used and registered for candy,
candy mnts and t-shirts, as to be likely to cause confusion,

m st ake or deception. Specifically, opposer has pleaded its
ownership of registrations for the follow ng marks and goods:
(1) "TIC TAC' for "candy";?®

(2) "TIC TAC' and design, as shown
bel ow,

for "candy";’

' Ser. No. 74/070,354, filed on June 18, 1990, based upon an all egation
of a bona fide intention to use such nmark in comrerce. Subsequently,
by an anmendnent to all ege use received on Decenber 14, 1990, the
application was anended to assert dates of first use of Septenber 10,
1990. The application indicates that the ternms "Miultirrectificado"
and "Destileria LA CENTRAL," which with the exception of the words "LA

CENTRAL" are disclaimed along with the designation "S. A. de C. V."

and all English wording, respectively translate as "Multirectified"

and "THE CENTRAL Distillery". In addition, the application states

that the English translation of the phrase "EL LICOR NACIONAL DE LOS
SALVADORENOS" is "THE NATIONAL LIQUOR OF THE SALVADORANS".

’ Reg. No. 983,418, issued on May 7, 1974, which is based upon
ownership of Italian Reg. No. 228,600, dated July 2, 1968; first
renewal.

° Reg. No. 1,014,803, issued on July 1, 1975, which sets forth a date
of first use anywhere of 1968 and a date of first use in commerce of
July 1970; first renewal.
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(3) "TIC TAC' and design, as illustrated
bel ow,

for "candy mints";*

(4) "TIC TAC' and design, as depicted
bel ow,

for "candy mints";®

(5) "TIC TAC' and design, as reproduced
bel ow,

for "candy mnts;°®

“ Reg. No. 1,220,224, issued on Decenmber 14, 1982, which sets forth
dates of first use of June 6, 1981; affidavit 88 accepted. The words

"The 1Y% calorie breath mint" are disclaimed. In addition, the mark is

lined for the colors green, red and gold, but no claim is made as to

color.

° Reg. No. 1,269,408, issued on March 6, 1984, which sets forth dates

of first use of March 17, 1980; affidavit 88 accepted. The phrase "1%
CALORIES PER MINT" is disclaimed. Additionally, the mark is lined for

the color red and such color is claimed as a portion of the mark.
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(6) "TIC TAC'" for "clothing, nanely, t-
shirts";’

(7) "TIC TAC' and design, as shown
bel ow,

for "candy";”®

(8) "TIC TAC' and design, as illustrated
bel ow,

for "candy";”’

°® Reg. No. 1,343,041, issued on June 18, 1985, which sets forth dates
of first use of March 7, 1984; combined affidavit 888 and 15.

" Reg. No. 1,371,397, issued on November 19, 1985, which sets forth
dates of first use of May 27, 1976; affidavit 88 accepted.

° Reg. No. 1,390,123, issued on April 15, 1986, which sets forth dates
of first use of July 23, 1984; combined affidavit 888 and 15. The
phrase "The 1% calorie breath mint" is disclaimed and the registration
issued pursuant to a claim of acquired distinctiveness with respect to
"the container/goods design portion."

° Reg. No. 1,390,124, issued on April 15, 1986, which sets forth dates
of first use of July 23, 1984; combined affidavit 888 and 15. The
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(9) "TICTAC 1 1/2 HOUR, 1 1/2 CALOR E
BREATH M NT" for "candy mints";"* and

(10) "BI G PAC FROM TI C TAC' for "candy
mnts". "

Applicant, in its answer, has denied the salient
al l egations of the notice of opposition.” In addition, inits
anended counterclaim applicant seeks cancellation of opposer’s
pl eaded registration for the "mark consisting of the words TIC
TAC and a rectangul ar contai ner and oval product configuration”
on the grounds of fraud and abandonment.® |In particular, as to
the ground of fraud, applicant alleges that opposer "knew ,] at

the tine of making the [fal se] statenment alleging five years

phrase "The 1% calorie breath mint" is disclaimed. In addition, the
mark is lined for the colors red and gold, which colors are claimed as
a feature of the mark.

' Reg. No. 1,145,105, issued on August 4, 1987, which sets forth dates
of first use of March 7, 1984; combined affidavit 888 and 15. The
phrase "1 1/2 CALORIE BREATH MINT" is disclaimed.

" Reg. No. 1,634,928, issued on February 12, 1991, which sets forth a
date of first use anywhere of October 13, 1988 and a date of first use
in commerce of February 6, 1989. However, inasmuch as such
registration, during the prosecution of this proceeding, was canceled
pursuant to Section 8 of the Trademark Act, no further consideration
will be given thereto.

 While applicant has also asserted, as affirmative defenses, that the
opposition is barred by the doctrines of "laches," "acquiescence,"
"estoppel" and "unclean hands" and that opposer "has engaged in a
course of conduct which has caused its [TIC TAC] mark to lose its
distinctiveness as an indicator of origin," such defenses not only
have not been properly pleaded, in that the facts constituting each
defense have not been alleged, but in any event the defenses, to the
extent that they were even marginally raised at trial and given any
mention at all in the briefs, have simply not been proven by a
preponderance of the evidence. Accordingly, applicant's putative
affirmative defenses must fail.

** Although applicant's amended counterclaim also sought cancellation
of such registration on the basis of a claim of functionality of the
configuration of the container and the goods, the Board in its

February 1, 1993 order granted opposer's motion to dismiss the
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substantially exclusive use [of its rectangul ar contai ner
configuration,] that others had nade consi derabl e use of
virtually identical container configurations during the five
years next preceding the date of filing of the application"; that
opposer "intentionally nade the fal se statenent knowing it was
fal se and know ng that the Patent and Trademark O fice would rely
on the false statenent as a basis for establishing the required
showi ng of distinctiveness w thout which the Ofice would not
have approved the alleged mark for publication"; and that "[b]ut
for the false statenent, the ... Ofice would not have all owed
regi stration of the container and product configuration.” As to
the ground of abandonnent, applicant alleges that opposer "has
all owed others to use virtually the sanme container configuration
W t hout |icensing such use and wi thout exercising any control
over such use"; and that "[s]uch uncontrolled and unlicensed use
by others of the container configuration constitutes an
abandonnment of whatever trademark rights" opposer "may have
possessed in the container configuration.”

Qpposer, in its answer, has denied the salient
al l egati ons of the amended counterclaim

The record includes the pleadings; the file of the
I nvol ved application; and, as part of opposer’s case-in-chief in
the opposition, the testinony, wth exhibits, of Lyndal L.
Shaneyfelt, a private investigator and docunent exam ner, and

Fred D. Ponpa, a forner brand manager and seni or brand nmanager of

functionality ground as a legally insufficient claimwhich could not
be brought against a registration that was over five years old.
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"TI C TAC' products for opposer’s exclusive United States
distributor, Ferrero U S.A ™ As the rest of such case-in-chief,
opposer submtted notices of reliance upon (i) certified copies
of its pleaded registrations show ng, in each instance, that the
regi strations were subsisting and owned by opposer; (ii) copies
of various third-party federal registrations; (iii) copies of
selected articles extracted fromthe "NEXIS'" conputerized

dat abase; (iv) copies of summaries, fromprinted publications, of
state laws and regulations relating to distilled spirits; and (v)

a copy of a printed publication, entitled N elsen Station |ndex

"DVA Test Market Profiles 1994," which lists the circul ati on of

maj or newspapers and ot her denographic marketing area information
pertaining to the geographical areas in which opposer’s various

"TI C TAC' marks have been advertised.®

“ While applicant, inits initial brief, has reiterated its objection,
interposed at trial, to "Ferrero's all eged sale of beverages under the
mar ks EstaTHE, Cristallina and Ferrero Cacao" on the asserted basis of
a lack of relevance, such objection is overruled in that the evidence

is relevant, in particular, to the issue of whether the parties’ goods
are cl osely rel at ed.

“ Applicant, inits initial brief, has raised a host of objections to
the admissibility and/or relevance of the evidence provided by opposer
with its notices of reliance. Insofar as such objections relate to
the weight or probative value to be given to certain evidence, they
have been considered in our disposition of this case. To the extent,
however, that applicant, by its objections, is essentially requesting
that certain evidence be stricken as not proper subject matter for

i ntroduction by neans of a notice of reliance, such requests are
barred by the Board' s June 12, 1996 order, which precluded both
parties "fromfiling further notions in this case (except for
consented notions to extend dates)." |n any event, with the possible
exceptions of the Nielsen publication and the third-party

regi strations which are based upon foreign registrations rather than
use in comerce (see, e.g9., Inre Albert Trostel & Sons Co., 29 USPQd
1783, 1785-86 (TTAB 1993) and In re Mucky Duck Mustard Co. Inc., 6
UsPd 1467, 1470 (TTAB 1988) at n. 6), none of applicant’s objections
is well taken for the reasons indicated by opposer inits reply brief.
Finally, even if the Nielsen publication and the third-party
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Applicant, as its case-in-chief as defendant in the
opposition and as plaintiff in its counterclaim submtted the
testinony, with exhibits, of Jose Gustavo Herodi er Samayoa, its
chai rman of the board and | egal representative, and Louis Joseph
Sanserero, the vice president of sales and marketing of Paradise
Whol esale Wne & Spirits Conmpany and the president of Sans Wne &
Spirits Inport Conpany.”™ However, inasnuch as opposer, during
its testinony period for rebuttal in the opposition and as
defendant in the counterclaim did not augnent the record by

taki ng any additional testinony or presenting any other evidence,

regi strations which are not based upon use in conmerce were to be
excl uded, we note that the result in this case woul d be unchanged.

' W note with dismay and extrene di sapproval that, unlike its
deposition of Louis Joseph Sanserero, applicant in its deposition of
Jose Qustavo Herodi er Sanmayoa has in each instance i medi ately
reproduced, after setting forth in English each question propounded,
the correspondi ng answer thereto in Spanish rather than in English
(with a few of the answers being continued on additional pages after
i nt erveni ng questions had been asked and answered) and has furnished
English translations of the answers (w thout reproducing the
correspondi ng questions) on separate pages. Tradenark Rule 2.124(e)
provides, in relevant part, that in the case of a deposition upon
witten questions, "[t]he officer designated in the notice [thereof]
shall take the testinony of the witness in response to the questions
and shall record each answer i mediately after the correspondi ng
question." (Qoviously, such rule presupposes that when a question is
propounded in English, it is to be immediately followed by its
correspondi ng answer in English. Likew se, in instances where
questions and their answers have to be transl ated because the witness
is not conversant in English, each question, as set forth in English,
shoul d be i mediately foll owed by its correspondi ng answer in English
(al though, if the party taking the deposition so desires, the foreign
| anguage equi val ent may al so be stated after such answer). The
irregular practice followed by applicant, however, has nmade readi ng
the deposition of Jose Gustavo Herodi er Samayoa needl essly difficult
and time-consuning, particularly since the Board is not necessarily
fluent in Spanish (or, for that matter, any other foreign | anguage).
Nevert hel ess, rather than gl eam ng what ever probative val ue which
could be discerned, in light of our linmted proficiency in Spani sh,
fromthe answers set forth by applicant in Spanish, we have in
fairness considered the English translations of such answers which
appl i cant furnished on separate pages. Counsel for applicant is
strongly cautioned, however, not to repeat such practice in future
proceedi ngs.
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there consequently was nothing for applicant to rebut during its
rebuttal testinony period as plaintiff in the counterclaim The
notice of reliance filed by applicant on the final day of its
rebuttal testinony period as plaintiff in the counterclaim
plainly constitutes inproper rebuttal and accordingly will not be
given further consideration.” Briefs have been filed” and an

oral hearing, attended by counsel for the parties, was held.

W note in this regard that opposer, while acknow edgi ng that
applicant filed its notice of reliance "at the close of its rebuttal
period," has inits initial brief objected to applicant’s notice of
reliance. Specifically, citing TBMP §718.02(c), opposer argues that

such notice "is improper rebuttal and should be stricken from the

record,” inasmuch as opposer "did not submit evidence as counterclaim-

defendant during its testimony period," and that the notice "not only

is untimely filed, but also is immaterial and therefore must be

stricken from the record" because the notice "did not include evidence

that rightly could be deemed 'rebuttal evidence' in any event." While

TBMP §718.02(c) provides that "[a]n adverse party may object to a

notice of reliance on substantive grounds, such as that evidence

offered under the notice constitutes ... improper rebuttal, or is

incompetent, irrelevant, or immaterial," it also plainly states that

"[e]vidence timely and properly introduced by notice of reliance under

the applicable trademark rules generally will not be stricken" and

that the Board, instead, "will consider any outstanding objections

thereto in its evaluation of the probative value of the evidence at

final hearing." Thus, while opposer is correct, as noted above, that

applicant's notice of reliance constitutes improper rebuttal since,

with respect to the counterclaim, there was no evidence introduced by

opposer for applicant to attempt to counter, it is pointed out that

the notice itself will not be stricken inasmuch as it was timely

filed, the evidence relied upon (consisting of opposer's answers to

interrogatories served by applicant and excerpts from printed

publications in general circulation) constitutes proper subject matter

for a notice of reliance, and at least some of the evidence (although

far from most of it) is not immaterial to the issues raised by the

counterclaim.

'* For the sake of completeness, we note that opposer's contested
motion to strike the portion of applicant's reply brief which deals

with opposer's claim of likelihood of confusion instead of the issues
raised by applicant's counterclaim is not well taken. Aside from the
fact, as indicated previously, that the Board's June 12, 1996 order
precludes the "filing [of] further motions in this case (except for
consented motions to extend dates)," it is the practice of the Board,
as stated in TBMP 8540, "not [to] strike the brief, or any portion
thereof, upon motion by an adverse party which simply objects to the
contents thereof. Rather, any objections which an adverse party may
have to the contents of such a brief will be considered by the Board
in its determination of the case, and any portions of the brief which
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Turning first to consideration of the counterclaim
suffice it to say that opposer is correct in the assessnment in
its reply brief that applicant has failed to provide any evidence
whi ch substantiates the allegations of fraud and abandonnment nade
Wi th respect to opposer’s pleaded registration for its mark which
consists principally of the words "TIC TAC' and a rectangul ar
cont ai ner and oval product configuration design. The
counterclaimis accordingly dismssed. *

As to the opposition, priority is not in issue inasmuch
as the certified copies of opposer’s extant pleaded registrations
show t hat such registrations are subsisting and owned by opposer.
See King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400,
182 USPQ 108, 110 (CCPA 1974). In any event, the record al so
sufficiently establishes, as discussed bel ow, that opposer is the
prior user of its pleaded "TIC TAC' marks in the United States.
The only real issue to be determ ned, therefore, is whether
applicant’s "TI C TACK' and desi gn mark, when used in connection

with cane spirit vodka, so resenbles one or nore of opposer’s

are found by the Board to be inproper will be disregarded.” As to
anot her matter concerning the briefs, the request by applicant, in
both its initial and reply briefs, that the Board take judicial notice
of various facts which, with respect to the clains of fraud and
abandonnent raised in the counterclaim bear on the asserted
functionality of both the shape of opposer’s nmint candy and the
rectangul ar translucent container in which such product is packaged is
denied. W fully agree with opposer that, as set forth in its reply
brief, none of facts alleged by applicant is proper for judicial
notice under Fed. R Evid. 201(b).

¥ W hasten to add, however, that even if applicant had net its burden
of proof as to either or both of the grounds for cancellation, the

out cone of the opposition would remain the sane in view of the other
regi strations by opposer for narks which consist of or include the
desi gnation "TIC TAC'.

10
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previously used and registered "TIC TAC' marks for candy, candy
mnts and t-shirts that confusion is likely as to the source or
sponsorship of the parties’ goods.

According to the record, opposer produces various food
products, including its "TIC TAC' candy or breath mnts, which
are exclusively distributed in the United States by Ferrero
US A, which is where its witness, M. Ponpa, is enployed as the
director of new products. Al of the products sold by Ferrero
U S. A are nade by opposer (or its |icensee), who according to
M. Ponpa is currently the owner of each of the pleaded "TlIC TAC
and other marks, as well as the correspondi ng registrations
therefor, utilized in the marketing of such goods. Ferrero
U S A, as opposer’s exclusive United States distributor, is
responsi bl e for advertising and pronoting the products of opposer
which it sells, managing the sales force for those products, and
handl i ng consuner relations. While, in particular, opposer’s
products have included |iqueur-flavored candi es sold under such
brands as "Mon Cheri" and "Opera," an orange |iqueur-flavored
snack cake called "Fiesta," and a seasoned tea beverage known as
"EstaTHE," only its "Mon Cheri," "Opera" and "Fi esta" products
have been sold, in limted volune and nostly for test marketing
pur poses, in the United States, although some consuner research
has been done here with respect to its "EstaTHE" beverage.

Qpposer, through Ferrero U S. A has sold its "TIC TAC
candy or breath mnts in the United States since about 1972.

Until around 1975 or 1976, opposer’s sal es thereof constituted

approximately a ten percent share "of the hard roll candy breath

11
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freshener market," but thereafter its "sales began to fall quite
dramatical |l y" before beginning a steady rise around 1980 to 1981,
which eclipsed its former sales |evels by about 1986 to 1987.
(Ponpa dep. at 53.) Although advertising of the "TIC TAC
product was halted for one year in 1979, Ferrero U S. A was able
"to turn the business around and slowWy re[-]Jgrow it into an
I nportant and fanous brand"” by nmaking the image of the product
nore adult. (ld. at 55.) Specifically, Ferrero U S. A dropped
such flavors as wild berry and tangy fruit, added a w ntergreen
flavor and introduced the slogan "the 1v% calorie breath mint".
Together with a continuous increase in advertising, sales of
opposer's "TIC TAC" product grew from a low of a two and a half
percent market share in 1980 to a 20 to 21 percent market share
as of mid-August, 1995, when Mr. Pompa gave his testimony.

At present, opposer's "TIC TAC" goods are available in
mint, cinnamon, orange, spearmint and wintergreen flavors, which
are typically sold in packs of three and five containers, as well
as in single containers, and a "TIC TAC MAXI" version, consisting
of larger sized candy mints which are individually wrapped, was
introduced around 1991 or 1992. Opposer's "TIC TAC" mark has
also been used on various promotional items as t-shirts, hats,
jackets, sweatshirts, watches, clocks, calculators, pens, key
chains, lighters, golf balls and ring-shaped toss toys.

According to Mr. Pompa, "Tic Tac usage is really quite
broad," with opposer's product appealing to children and adults
of both sexes, although the product is marketed as "an adult

breath freshener"." (ld. at 62-63.) Stated otherwise, the "TIC

12
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TAC' product is "used by all, but positioned towards adults, and
maybe nore specifically, nore towards wonen" for use, anong ot her
things, "to freshen breath after snoking, ... eating ... [or]
drinking ... ; but because of it's taste it’s also used as a
rejuvenator, as a little break, as a nonment of fun when you' re by
yourself or even in a social situation of offering it" to others.
(1d. at 63-64.)

Ferrero U.S. A, after receiving the "TIC TAC' product
from opposer, warehouses it and has its sales force contact
brokers, who in turn act as sales agents by directly visiting
retail accounts, whose orders are then filled by direct shipnents
fromFerrero U S.A The "TIC TAC' product is sold throughout the
United States and is distributed "in just about every class of
trade that could possibly carry and would carry confectionery
products,” including vending machines. (ld. at 66.) Thus,
according to M. Ponpa, "you Il find Tic Tac in supermarkets, in
grocery stores, in delicatessens, in news stands, at bars, in
liquor stores, in drug [stores, in] convenience [stores],

[in] theater[s], [in] mass nerchandisers, [in] club stores, [in]
cl ub warehouse stores ... [and] in ... airport[s].” (lLd. at 66-
67.) O these trade channels, M. Ponpa testified that in "80
percent of the physical stores that could carry a confectionery
product you' Il find Tic Tac" available for sale. (Id. at 69.)

Furthernore, according to M. Ponpa, Ferrero U S A is
an "extensive" advertiser and pronoter of opposer’s "TIC TAC
candy or breath mnt, which has resulted in such product being "a

nati onal brand with w despread national distribution.” (ld.) 1In

13
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particular, Ferrero U S. A has expended the bulk of its consuner
advertising budget on network tel evision ads, along wth sone
spot market television advertising overlap and participation in
cable tel evision and cooperative radio ads. Ferrero U.S. A has
al so done print advertising for the "TIC TAC' brand, i ncluding
bi || board ads, newspaper coupons and cooperative ads in retai

store flyers as well as ads in such nagazines as Better Hones &

Gardens, Good Housekeepi ng, Ladies’ Hone Journal, MCall's,

Redbook, Wnen's Day and Fanily Circle. In addition, its

pronotional activities include sponsorship of "both Wnston Cup
and Busch" racing cars. (ld. at 71.) Merchandising costs, such
as the retail "display tree" rack for the "TIC TAC' product and
ot her point-of-sale activities, such as free product sanples and
phone cards bearing such mark, annually run "close to a mllion
dollars now'. (ld. at 72.) Joint pronotions, such as a "TIC
TAC' coupon inside the packaging of a "BIC' lighter and an offer
of a free "Mon Cheri" chocolate with the purchase of a container
of "TIC TAC' candy or breath mnts, have al so been utilized al ong
with a $100,000 in prizes instant-win game which featured itens
such as "TIC TAC' wist watches and wallets. Additionally,
Ferrero U.S. A pronotes opposer’s "TIC TAC' product to retailers
by providing canmera-ready artwork for their advertising and by
distributing sell sheets and shel f-tal kers.

Since their introduction, sales of "TIC TAC' candy or
breath mnts in the United States have totaled over 3.3 billion
packs or containers, with 40 pellets to a package, representing

nearly $750 million in gross sales volunme. |In particular, while

14
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gross sales initially were in the range of six mllion dollars
for the fiscal year beginning in 1972, by the close of the fiscal
year ending in 1995, annual gross sales were expected to exceed
$78 mllion. Total advertising and pronotional expenditures
during such time frame have been in the nei ghborhood of $192
mllion. Furthernore, in a national study of unaided brand

awar eness conducted in 1993, 55 percent of the respondents were
able to identify "TIC TAC' as a brand of breath mnts or hard
candy mnts and it was the second nost frequently nentioned
brand.* The "TIC TAC' mark has al so received substantial free
publicity by being nmentioned in nunerous publications, novies and
tel evision shows. Such instances, which typically |ack any
reference to the goods in connection with which the "TIC TAC'
mark is used, denonstrate that the reader or viewer is expected
to have heard of the "TIC TAC' brand and know what the product
associ ated therewith is.

Qpposer’s "TIC TAC' candy or breath mnts, as noted
previously, not only appeal to both children and adults, but in
particular, as to those in this country who speak Spanish, M.
Ponpa offered the foll ow ng testinony:

Q [ Bl ased on your experience in

mar keti ng, can you tell whether there has
been a strong Tic Tac presence in those areas

? Specifically, when asked the question "[w] hen you think of breath
mnts or hard candy mints, what is the first brand that cones to

m nd?" and a foll ow up question concerning "the brands of breath nints
or candy mints [which] you ever heard of," the survey showed unai ded
brand awareness anong consuners of 76 percent for "CERTS'; 55 percent
for "TIC TAC'; 37 percent for "LIFESAVERS"'; 23 percent for "BREATH
SAVERS"; ten percent for "CLORETS'; three percent for "JOLLY RANCHER';
and two percent for "MENTOS'. (See "TABLE 3," Opposer’'s Exhibit 123.)

15
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of the country that are well known for having
a hi gh Spani sh speaki ng popul ati on?

A. | would say ... Tic Tac does
extrenely well in those areas, because they
tend to be[,] for the nost part, the |arger
metropol i tan areas, New York, Mam, southern
California, those are really hubs of Hi spanic
[ popul ati on].

Also, in Texas ... a lot of Texas is ..
the second strongest devel opnent for us. So
we do very well in those areas.

(Id. at 166-67.) Moreover, as to certain television and print
advertising conducted in connection with "TIC TAC' candy or
breath mnts, M. Ponpa specifically testified as foll ows:
Q [H as Ferrero [U. S. A ] ever
advertised Tic Tac in the Spani sh | anguage,
to your know edge?

A. Yes, we have.

Q kay. Do you recall any instances
of that?

A It was done in, | believe, not only
in Mam, but also in New York, and it’s
currently being done in Puerto R co.
(Id. at 179.)
Because of its use, as previously nentioned, in
connection wth al coholic beverages as "a nmethod of covering up
that sonmeone was drinking," opposer’s "TIC TAC' mnts are
often sold in the same channels of trade as al coholic beverages.
(ld. at 176.) M. Ponpa, in this regard, testified as foll ows:
Q To your know edge, is Tic Tac, the
candy, your product, sold in places that also
sel |l al coholic beverages, including hard
| i quor?
A. Absol utely, | know that.

Q How do you know t hat ?

16
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A Vell, ... just last night | was in
a liquor store in New Jersey where they were
selling all types of beer, wne, hard
spirits, hard liquor and Tic Tac.

Q Tic Tac, your mnt?

A. Absol utely.

Q Have you seen it in other places as
wel | ?

A |’ve seen it in other places. |[|’'ve
seen it in California, | nean just about any

place that is selling confections is selling
Tic Tac. And if confections and al cohol can
be sold in the sanme store, they' ||l both be
carrying it.

(ld. at 174.)
M. Ponpa additionally observed, according to his
testi nony, that:

Q When you were at the |iquor store,
did you see any liquor products that carried
with themtrademarks associated with candy?

A. Vell, | saw a nunber of |iquor
products. | saw Godiva Liqueur. | saw
Mossard Li queur, Mossard is a manufacturer of
confectionery products, and there was a
third[,] Lazeroni, ... the ... manufacturer
of the Anoretto cookies. They had an
Anoretto |iqueur

Q How about fl avored vodkas, did you
see any flavored vodkas?

A Quite a few.... | saw different
brand names, but simlar types of flavors.
There was | enon, orange, black currant,
cranberry and citrus.

) Now, [again,] you indicated that,
to your know edge, Tic Tac is sold in places
that al so sell al coholic beverages?

A Yes, it is.

(Ld. at 176-77.)
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M. Ponpa’s liquor store experiences are simlar to
those encountered by M. Shaneyfelt, who was hired by counsel for
opposer to canvass the Washington, D.C. netropolitan area for
stores selling applicant's "TiC TACK" vodka and any liqueurs or
spirits which were candy flavored or otherwise related to candy.
Mr. Shaneyfelt not only visited several liquor and grocery stores
at which he purchased such items, but was additionally able to
purchase opposer's "TIC TAC" candy mints from checkout counter
displays at two of such establishments. Mr. Shaneyfelt, in the
course of his shopping activities at department stores, drug
stores, supermarkets and specialty food stores, was also able to
purchase numerous confectionery items, including candy, cookies
and cakes, which featured various liqueurs as flavorings. He
also purchased, primarily at liquor outlets and supermarkets, a
variety of mint, fruit and coffee flavored liqueurs and other
spirits. In particular, Mr. Shaneyfelt was able to buy several
citrus flavored vodkas and a number of mint flavored spirits.
Mr. Shaneyfelt's shopping experiences demonstrate that it is not
uncommon for consumers to encounter candy flavors for liqueurs
and liqueur flavored candies and other confections. Mr.
Shaneyfelt, moreover, testified that prior to ever having been
retained by opposer's counsel's law firm for his investigative
services, he had "certainly" heard of opposer's "TIC TAC" candy
product and had, in fact, purchased it "lots of times".
(Shaneyfelt dep. at 73.)

Mr. Shaneyfelt admitted on cross-examination, however,

that during his shopping excursions on behalf of opposer, he
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never encountered any al coholic beverages or other products,

besi des those of opposer, which utilized the mark "TIC TAC'. He
al so conceded that the |iqueur-flavored candi es which he found
were chocol ate products and that he found no evidence that the
nanes of other breath m nt products, such as "CERTS' and
"CLORETS, " were used in connection with an al coholic beverage
product .

The record additionally indicates that Ferrero U S. A
has not done any joint pronotions involving opposer’s "TIC TAC'
product and third-party brands of al coholic beverages. However,
Wi th respect to consunmers’ expectations regarding the rel atedness
of the parties’ goods, the record reveals that in at |east six
I nstances, third-parties have registered, on the basis of use in
commerce, the same mark for either candy or confectionery
products, on the one hand, and al coholic beverages, on the other.
The record al so contains nunerous articles, primarily from
newspapers and nmagazi nes, which nmention or discuss various fruit-
flavored and mnt-flavored vodkas. Finally, the record shows
t hat opposer has been diligent in successfully policing its "TIC
TAC' mark against various third-party uses of assertedly simlar
mar ks.

Wth respect to applicant and its activities under its
"TIC TACK" mark, the record reveals that, since about June 30,

1953, applicant has manufactured and continuously sold in El
Salvador a cane spirit vodka which it markets under the mark "TIC
TACK". Like opposer, applicant has utilized its mark in

connection with various promotional items for its product,
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including t-shirts, cups and glasses. As of the July 31, 1996
date of its deposition of Sefiior Samayoa, applicant's chairman of

the board and legal representative, applicant has sold 110

million bottles of its "TIC TACK" cane spirit vodka in El

Salvador. Moreover, beginning with a shipment thereof to

California on August 20, 1990, ** applicant has shipped 300
thousand bottles of its "TIC TACK" cane spirit vodka to the

United States. 2 Applicant regards the typical customers for its
"TIC TACK" cane spirit vodka as, principally, adult men between

the ages of 25 to 50. In the United States, such purchasers are
primarily immigrants from El Salvador, although immigrants from
other Central American countries also buy its goods. While
applicant has done a couple of television ads and some radio

spots, in addition to print advertising, to promote its goods in

?* Applicant, however, has offered no explanation for the discrepancy
bet ween such date and the clainmed dates of first use of Septenber 10,
1990 which are alleged in the involved application.

* Wi | e Sefiior Samoyoa, who the parties refer to as Gustavo Herodier,
admitted to having seen candy or breath mints bearing the mark "TIC
TAC" for sale by opposer in supermarkets in El Salvador since at least

as early as the end of the 1970s; that such product is currently being

sold in El Salvador; that he is unaware of any instances of actual
confusion in El Salvador between such mark and applicant's mark; and
that opposer's "TIC TAC" mark, subsequent to the registration of
applicant's "TIC TACK" mark, has been registered in El Salvador since
June 4, 1970, such facts are legally irrelevant to this proceeding,

which solely concerns whether applicant is entitled to register its

"TIC TACK" mark for cane spirit vodka in the United States. See,

e.g., Bureau National Interprofessionnel Du Cognac v. International
Better Drinks Corp., 6 USPQ2d 1610, 1618 (TTAB 1988) ['an applicant's
ownership of a foreign registration of its mark is immaterial to

applicant's right to register the mark in the United States;

similarly, an opposer's right to object to the registration of a mark

in the United States is independent of whatever foreign trademark

rights the parties may have'], citing Nabisco, Inc. v. George Weston

Ltd., 179 USPQ 503, 507 (TTAB 1973) and William Sanderson & Son Ltd.
v. Fernandes & Co. Ltd., 137 USPQ 165, 166 (TTAB 1963); and Johnson &
Johnson v. Salve S.A., 183 USPQ 375, 376 (TTAB 1974).
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El Sal vador, it has not conducted any advertising, with the
possible exception of a few printed ads, of its "TIC TACK" cane
spirit vodka in the United States.

Applicant has used the rooster design appearing in its
mark in El Salvador since the beginning of 1973 and has always
utilized such design on the labels of the bottles of its "TIC
TACK" cane spirit vodka which are shipped to and sold in the
United States. According to Mr. Sansevero, his company * has been
importing such product into the United States for approximately
three and a half years, averaging about 3,000 cases thereof a
year. Mr. Sansevero, who testified that his company has "the
import rights for Tic Téack for the United States including the
Virgin Islands," has been selling applicant's cane spirit vodka
under the "TiC TACK" mark "in Boston, Washington, Maryland,
California, [and] Texas," and is "in the process of opening other
states." (Sansevero dep. at 6.) His firm has also done some
very limited point-of-sale advertising of applicant's "TiC TACK"
goods, in the form of distributing case cards, shelf talkers and
window banners to retail customers, and at "[o]ne time ran an
advertisement in [a] Latino/Hispanic publication,” the name of
which Mr. Sansevero could not remember. (ld. at 8.) As to the
kinds of retail outlets in which applicant's goods are marketed

in the United States, Mr. Sansevero testified that "100 percent

“ Wiile it has no bearing on the outcone of this proceeding, it sinply
is not entirely clear from M. Sansevero’'s deposition whether the
conmpany which he is referring to in his testinony is Paradise

Whol esal e Wne & Spirits, which he works for, or Sans Wne & Spirits

| mport Conpany, which he owns.
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of our sales are ... what they call the off sale nom and-pop type
Wi ne and |iquor stores primarily [located] in the inner cities.”
(ld. at 9.)

Both Senior Samayoa and Mr. Sansevero testified that
they are unaware of any instance in which the same company has
used an identical mark for both alcoholic beverages and breath
mints. Both further noted that they are unaware of any incidents
of actual confusion arising in the United States from the
contemporaneous use of applicant's "TIC TACK" mark for cane
spirit vodka and opposer's use of its various "TIC TAC" marks for
candy or breath mints. Sefiior Samayoa, however, conceded under
cross-examination that, except for those established by law,
there are no limitations as to who may buy applicant's "TiC TACK"
cane spirit vodka and, thus, anyone of legal age may purchase its
goods. He also admitted that he is aware of the existence of
flavored vodkas, although he professed not to know what brands
thereof are sold in the United States or whether any mint
flavored vodkas are sold here. Mr. Sansevero, on the other hand,
admitted that he was aware of the sale of "many flavored vodkas"
in the United States and was able to identify, by brand name,
various orange, lemon, black currant and pepper flavored vodkas
in addition to noting that there are "many other domestic ...
flavored vodkas that I'm not familiar with the brand names [of]".

(Id. at 15.)

Mr. Sansevero, moreover, conceded his awareness of

instances in which alcoholic beverages and candy are sold in the

United States under the same mark, although he was unable to
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identify any particular brand. He also testified, as to mnt-
flavored al coholic beverages which are sold in the United States
and with which he was famliar, that "[i]f | had time to think
about it, I could probably come up with ten or 15" brands of such
products, nam ng anong others "the DeKuyper, Hiram Wal ker, [and]
Leroux ... mnt-type of product called schnapps.” (1d.)

Lastly, the record establishes that there has been no
undue del ay by opposer in objecting to applicant’s use and
attempt to register the "TIC TACK" mark for cane spirit vodka in
the United States, * nor has there been any detrimental reliance,
or other material prejudice, experienced by applicant as a result
of any inaction on the part of opposer in failing to assert the
objection at an earlier time. Opposer, moreover, was unaware of
applicant's use and application to register such mark until after
the mark was published for opposition and it is clear from the
testimony furnished by applicant that, in the absence of priority
of use of any of opposer's "TIC TAC" marks in El Salvador,
opposer had no basis to complain about applicant's long-standing

prior use of its "TIC TACK" mark in that country.

* While, for instance, a prima facie defense of |aches requires a
showi ng of unreasonable delay in asserting one's rights agai nst
another and material prejudice to the latter as a result of the del ay,
in the context of an opposition proceedi ng, such a defense, which

i nvol ves an objection to the issuance of a registration for a mark,
begins to run when the mark in question is published for opposition
See Lincoln Logs Ltd. v. Lincoln Pre-cut Log Hones, Inc., 971 F.2d
732, 23 USP@d 1701, 1703 (Fed. Cir. 1992) and National Cable

Tel evision Ass’'n, Inc. v. Anerican Cnema Editors, Inc., 937 F.2d
1572, 1580, 19 USPRd 1424, 1431-32 (Fed. G r. 1991). Here, opposer
pronptly commenced this proceeding foll owing the publication of
applicant’s nark.
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Wth respect to the issue of likelihood of confusion,
we find upon consideration of the pertinent factors set forth in
Inre E. I. du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ
563, 567 (CCPA 1973), that confusion as to source or affiliation
Is likely to occur. As a starting point, it is plain that,
contrary to applicant’s contentions, each of opposer’s various
"TIC TAC" marks and applicant's "TIC TACK" mark, when considered
in their entireties, are substantially similar in sound,
appearance, connotation and commercial impression. In
particular, the term "TIC TACK" in applicant's mark would have,
to an ordinary English speaking consumer in the United States,
the same pronunciation as the term "TIC TAC" in opposer's marks
since the letter "K" in the former is silent. While applicant's
mark also contains a rooster design, the term "TiC TACK" is far
more prominently displayed than such design. Similarly, the
other Spanish and English words appearing in the mark, which
applicant's main brief accuses opposer of "disingenuously”
ignoring, plainly are subordinate matter in that they are
descriptive, generic or otherwise lacking in trademark
significance and are also presented in much smaller sizes of
lettering. Overall, as Mr. Shaneyfelt's testimony confirms, it
is the term "TIC TACK" in applicant's mark which would be used by
prospective purchasers when asking about or calling for
applicant's goods and it is that term which comprises the
dominant and source distinguishing portion of applicant's mark.

Likewise, in the case of opposer's various "TIC TAC"

and design marks, it is the term "TIC TAC" which dominates and
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serves as the principal source-indicative portion of those marks
and whi ch woul d be used when | ooking for or requesting opposer’s
goods, with the disclaimed descriptive phrases, such as "The 1%
calorie breath mint," and the background designs which form
vehicles for display of the term "TIC TAC," clearly constituting
subordinate matter. Consequently, and given that the term "TIC
TAC" in opposer's marks and the virtually identical term "TiC
TACK" in applicant's mark are arbitrary in their connotations
when used in connection with the respective goods of the parties,
it readily apparent that, on the whole, such marks project or
engender essentially the same commercial impression. Their
contemporaneous use, in connection with the same or related
goods, would therefore be likely to cause confusion as to the
origin or affiliation of such products.
Turning, next, to consideration of the respective
products in this case, it is well settled that goods need not be
identical or even competitive in nature in order to support a
finding of likelihood of confusion. Instead, it is sufficient
that the goods are related in some manner and/or that the
circumstances surrounding their marketing are such that they
would be likely to be encountered by the same persons under
situations that would give rise, because of the marks employed in
connection therewith, to the mistaken belief that they originate
from or are in some way associated with the same producer or
provider. See,e.g. _, Monsanto Co. v. Enviro-Chem Corp., 199 USPQ
590, 595-96 (TTAB 1978) and In re International Telephone &
Telegraph Corp., 197 USPQ 910, 911 (TTAB 1978).
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It is also well settled, in this regard, that the issue
of likelihood of confusion nust be determned in light of the
goods set forth in the opposed application and pl eaded
regi strations and, in the absence of any specific limtations
therein, on the basis of all normal and usual channels of trade
and nethods of distribution for such goods. See, e.g., CBS Inc.
v. Morrow, 708 F.2d 1579, 218 USPQ 198, 199 (Fed. Cir. 1983);
Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ 937, 940 (Fed.
Cr. 1983); and Paul a Payne Products Co. v. Johnson Publi shing
Co., Inc., 473 F.2d 901, 177 USPQ 76, 77 (CCPA 1973). Here,
applicant’s goods are identified in its application as "cane
spirit vodka," a designation which, since it is not limted to
any particular channels of trade or classes of purchasers, nust
be consi dered as enconpassing all normal or usual channels of
di stribution for the product and which includes adults of all
i ncome | evels and et hni c backgrounds as actual or potential
consuners. Simlarly, the nost pertinent of opposer’s goods are
broadly identified in its extant registrations as either "candy"
or "candy mnts" rather than "breath mnts".

Here, the record is sufficient to denonstrate that it
IS not uncommon for consuners to encounter both candy, including
m nts and |iqueur-flavored chocol ates, and al coholic beverages,
including mnt and other flavors of vodka, which is offered for
sale in the sane retail outlets, such as wine and |iquor stores,
supermar kets and specialty food stores, under identical marks.
The record, in fact, establishes that there are several third

parties which market |iqueurs and candi es under identical marks.
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Mor eover, the record, including excerpts from newspaper and
magazi ne articles, shows a recent trend in which a nunber of
conpani es are selling vodkas having candy flavorings, such as

m nt and various citrus fruit flavors, and that consuners are
accustonmed to seeing candies which, |ike other confections, use
certain brands of liqueurs as flavors. Such evidence, along wth
several third-party registrations for marks which are regi stered
for both candy and al coholic beverages, denonstrates that the
aver age consuner has beconme accustoned to encountering such
products--often under the identical mark and in the sanme channel s
of trade--and would regard themas related goods in the sense
that they woul d be expected to emanate from or be sponsored by or
affiliated with the sane source.

I n consequence thereof, the average consumer would be
likely to believe, upon seeing one or nore of opposer’s "TIC TAC
mar ks used in connection with its candy or candy mnts and
applicant's substantially identical "TIC TACK" mark used on or in
relation to its cane spirit vodka, that such closely related
goods share a common source or sponsor. This conclusion is
strengthened by the fact that there is no proof in the record
that any other entities, in either the confectionery or alcoholic
beverage fields, utilize a mark which consists of or includes the
term "TIC TAC" or any phonetic equivalent thereof, such as "TIC
TACK".

In addition, the record reflects that, even if
opposer's goods were considered to be limited to candy breath

mints, confusion would still be likely to occur from the
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cont enpor aneous use of the parties’ marks. Not only are such
mar ks, as noted previously, substantially simlar in sound,
appear ance and connotation and virtually identical in overall
commercial inpression, but in any event candy breath mnts and
cane spirit vodka are relatively inexpensive goods which are
general |y bought on inpulse by ordinary consuners w thout the
need for deliberation or careful attention to their purchasing
deci sions. Mreover, as nentioned earlier, opposer’s and
applicant’s goods have in fact been sold in the sane wi ne and
liquor stores, with the fornmer, which is used anong ot her things
to cover up the odor of al coholic beverages, typically displayed
at the check-out counter. In such circunstances, a purchaser
encountering applicant's "TIC TACK" cane spirit vodka could
reasonably believe, for example, that the source of opposer's
"TIC TAC" candy breath mints has expanded its product line to
encompass alcoholic beverages or that the product is a mint-
flavored vodka which is produced or marketed under a license from
the same entity which sells "TIC TAC" candy breath mints.

Another factor which bears heavily upon our conclusion
that confusion is likely is the proven fame of opposer's "TIC
TAC" marks. As noted by our principal reviewing court in Kenner

Parker Toys Inc. v. Rose Art Industries Inc., 963 F.2d 350, 22

USPQ2d 1453, 1456 (Fed. Cir. 1992), cert. denied, 506 U.S. 862,

113 S.Ct. 181 (1992), "the fifth duPont factor, fame of the prior
mark, plays a dominant role in cases featuring a famous or strong

mark. Famous or strong marks enjoy a wide latitude of legal

protection.” Contrary to applicant's contentions, the record
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establishes that the designation "TIC TAC," both with and w t hout
various design elements, is a famous mark in the United States
for candy breath mints. Opposer has denonstrated that, since
Ferrero U.S. A re-positioned the product fromprimarily a candy
to alowcalorie breath mnt, sales have steadily increased each
year and have reached a magni tude where opposer conmands
approximately a 21 percent market share. Qpposer has enjoyed
substantial sales of its "TIC TAC' product, anounting to nearly
$750 million in gross sales on a volune of over 3.3 billion packs
sold, and its distributor has extensively advertised and pronoted
the product, with expenditures thereon in the nei ghborhood of
$192 million. Opposer’s "TIC TAC' product is available for sale
in 80 percent of retail outlets which could carry a confectionery
product and the mark has received frequent publicity by being
mentioned in a variety of entertainnment nedia. In fact, an

I ndependent national study of unaided brand awareness in 1993
found that 55 percent of the respondents were able to identify
"TIC TAC' as a brand of breath mnts or hard candy mi nts and that
"TIC TAC' was the second nost frequently nentioned brand. G ven
such proof, there is sinply no question but that "TIC TAC' is a
famous mark for candy breath mints and that it is entitled to a

broad scope of protection. See, e.g., Gllette Canada Inc. v.

Ranir Corp., 23 USPQd 1768, 1774 (TTAB 1992).
Furthernore, the fact that neither party is aware of

any instances of actual confusion in the United States” does not

25

In addition to the previously noted testinony with respect thereto
by applicant’s w tnesses, "[t]he fact that there have been no
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under cut our conclusion that ordinary consuners coul d reasonably
believe, for example, that applicant's "TiIC TACK" cane spirit
vodka is a new product line emanating from or sponsored by the
same source which markets opposer's "TIC TAC" candy breath mints.
Applicant's limited sales of its "TIC TACK" product, the meager
advertising and promotional expenditures of the brand, and the
relatively short period of time during which it and opposer's
"TIC TAC" candy or breath mints have been sold contemporaneously
in the United States have simply not been so substantial that, if
confusion were likely, it would be expected to have occurred.
The lack of any incidents of actual confusion is also not
dispositive inasmuch as evidence thereof is notoriously difficult
to come by, particularly in the case of generally inexpensive
products, * and in any event the test under Section 2(d) of the
Trademark Act is likelihood of confusion rather than actual
confusion. See,e.g. _ , Gillette Canada Inc. v. Ranir Corp., supra
at n. 13; Block Drug Co. v. Den-Mat Inc., 17 USPQ2d 1315, 1318
(TTAB 1989); and Guardian Products Co., Inc. v. Scott Paper Co.,
200 USPQ 738, 742 (TTAB 1978).

Finally, to the extent that the differences in the
inherent nature of the respective goods and the lack of any known
incidents of actual confusion may nevertheless serve to raise a

degree of doubt as to our conclusion that confusion is likely, we

i nstances of actual confusion" is conceded by opposer in its reply
brief.

* See, e.9., Helene Curtis Industries Inc. v. Suave Shoe Corp., 13
USPQ2d 1618, 1623 (TTAB 1989) .
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resol ve such doubt, as we nust, against applicant and in favor of
opposer as the prior user and registrant here in the United
States. See, e.g., Gant Food, Inc. v. Nation's Foodservice,
Inc., 710 F.2d 1565, 218 USPQ 390, 395 (Fed. Cir. 1983); San
Fernando Electric Mg. Co. v. JFD El ectronics Conponents Corp.
565 F.2d 683, 196 USPQ 1, 2 (CCPA 1977); and lzod, Ltd. v. Zp
Hosiery Co., Inc., 405 F.2d 575, 160 USPQ 202, 204 (CCPA 1969).
Deci sion: The counterclaimis dismssed; the
opposition is sustained; and registration to applicant is

r ef used.

R F. G ssel

G D. Hohein

L. K MlLeod
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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